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1 )^ Responsive to communication(s) filed on 28 August 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1-9 and 1 1 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IEI Claim(s) 1-9 and 11 is/are rejected. 
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8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Reopening of Prosecution After Appeal Brief or Reply Brief 

1 . In view of the supplemental appeal brief filed on 08/28/2008, PROSECUTION IS 
HEREBY REOPENED. New grounds of rejection are set forth below. To avoid 
abandonment of the application, appellant must exercise one of the following 

two options: (1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a 
reply under 37 CFR 1 .1 1 3 (if this Office action is final); or, (2) initiate a new appeal by 
filing a notice of appeal under 37 CFR 41 .31 followed by an appeal brief under 37 CFR 
41 .37. The previously paid notice of appeal fee and appeal brief fee can be applied to 
the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have been 
increased since they were previously paid, then appellant must pay the difference 
between the increased fees and the amount previously paid. A Supervisory Patent 
Examiner (SPE) has approved of reopening prosecution by signing below: 
/Mohammad H Ghayour/ 
Supervisory Patent Examiner, Art Unit 2611 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-9 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 1-9 are rejected under 35 U.S.C. 101 
as not falling within one of the four statutory categories of invention. While the claims 
recite a series of steps or acts to be performed, a statutory "process" under 35 
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U.S.C. 101 must (1 ) be tied to another statutory category (such as a particular 
apparatus) , or (2) transform underlying subject matter (such as an article or material) to 
a different state or thing. The instant claims neither transform underlying subject matter 
nor positively tie to another statutory category that accomplishes the claimed method 
steps , and therefore do not qualify as a statutory process. 

Claim 11 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 1-9 are rejected under 35 U.S.C. 101 
as not falling within one of the four statutory categories of invention. While the claims 
recite a series of steps or acts to be performed, a statutory "process" under 35 
U.S.C. 101 must (1 ) be tied to another statutory category (such as a particular 
apparatus) , or (2) transform underlying subject matter (such as an article or material) to 
a different state or thing. The instant claims neither transform underlying subject matter 
nor positively tie to another statutory category that accomplishes the claimed method 
steps , and therefore do not qualify as a statutory process. Applicant in claim 1 1 , states 
"At least one processor readable storage medium for storing". Limitation "for storing" 
needs to be replaced by a positive recitation e.g., storing . 

Claim 11 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. As to claim 1 1 , according to invention's 
disclosure "processor readable storage medium" refers to a "processor readable 
carrier", since carrier (signal) is a non-statuary subject matter, therefore, the storage 
medium here is also a non-statuary subject matter because it refers to a signal/carrier. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 3-5 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. As 
to claim 3, Applicant fails to disclose how transition-limiting codes with different degrees 
of reduction or elimination of full-swing transitions have been generated, in a way to 
enable one skilled in the art to use the same method. Claims 4 and 5 depend on claim 
3; therefore they are rejected as well. 

4. Claims 6-8 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. As 
to claim 6, Applicant fails to disclose how transition-limiting codes with different 
sampling rates have been generated, in a way to enable one skilled in the art to use the 
same method. Claims 7 and 8 depend on claim 6; therefore they are rejected as well. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Limitation "a first component based upon a sampling rate of a 
pulse response for a channel operating at a predetermined data rate in the multi-level 
signaling system utilizing the transition-limiting code" is vague and indefinite. Because it 
is not clear what Applicant means by this limitation. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1, 2, and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Applicant's background of invention (Applicant's admitted prior art), in view of 
Truman (US 2004/0037421). 

As to claim 1 , Applicant, in the background of invention, discloses that in order to 
preserve the advantages of signaling systems that utilize more than two signal levels 
over 2-PAM signaling systems, transition limiting codes have been developed which 
reduce or eliminate the number of full-swing transitions between sequential signals (see 
page 3, lines 18-23). Applicant in the background of invention discloses all the subject 
matters claimed in claim 1 , except for determining a coding gain for a plurality of 
transition limiting codes; selecting one of the plurality of transition-limiting codes having 
a largest coding gain for use in the multi-level signaling systems; and employing the 
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selected transition-limiting code in the multi-level signaling system. Truman discloses an 
encoding method wherein an encoder determines a coding gain for each of a plurality of 
codebooks (see paragraph 0035, Truman discloses that the encoder chooses a 
codebook that provides the largest coding gain, therefore inherently coding gains for 
plurality of codebooks have been calculated first and then one codebook that provides 
the largest coding gain has been selected); selects one of the plurality of transition- 
limiting codes having a largest coding gain for using it in the system (see paragraph 
0035); and employs the code in the system (see paragraph 0009 and 0035). Since it is 
desirable to select a code having the largest coding gain to minimize the power 
consumption of the system, it would have been obvious to one of ordinary skill in the art 
at the time of invention to modify Applicant's background of invention and select a code 
having largest coding gain as taught by Truman. 

As to claim 2, Applicant in the background of invention discloses that the 
transition limiting codes reduce or eliminate full-swing transition between signal levels in 
the multi-level signaling systems (see page 3, lines 18-22). 

As to claim 1 1 , Truman further discloses that the steps of his invention can be 
done by a software (see paragraph 0047). It would have been obvious to one of 
ordinary skill in the art at the time of invention to use software to implement the method 
steps of claimed subject matter. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to LEILA MALEK whose telephone number is (571 )272- 
8731 . The examiner can normally be reached on 9AM-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mohammad Ghayour can be reached on 571-272-3021 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Leila Maiek 
Examiner 
Art Unit 2611 

/L. M./ 

/Leila MaIek/ 
Examiner, Art Unit 261 1 
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/Chieh M Fan/ 

Supervisory Patent Examiner, Art Unit 261 1 



